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o The Foundations:

• Sabel (C-251/95), Canon (C-39/97), Lloyd (C-342/97) (interdependence principle)
(‘’the more distinctive the earlier mark, the greater will be the LoC’’ and conversely)

o The Mutation:

• L’Oréal aka Flex/Flexi Air (C-235/05 P)

• Formula One aka F1-Live (C-196/11 P)

• BSH aka Kompressor (C-43/15 P)

o Some Hesitations at OHIM/EUIPO and the EUGC: still no LoC for some weak TMs

• Ultimate Nutrition/Ultimate Greens (OHIM Gr. Ch. 2013)

• Airtours/easyAir-tours (T-608/13)

• Post/TPG Post (T-102/14), Post/Post Modern (T-13/15), Post/Bepost (T-118/16)

• Turbo/Triple Turbo (T-210/17)

PREQUEL: PREVIOUS EPISODES OF THE 
SAGA
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PagesJaunes (“Yellow Pages”), § 70: “The finding of a weak distinctive character for
the earlier TM does not prevent a finding that there is a likelihood of confusion in the
present case. Although the distinctive character of the earlier mark must be taken
into account when assessing the likelihood of confusion (see, by analogy, Case C-39/97
Canon [1998] …, § 24), it is only one factor among others involved in that assessment.
Thus, even in a case involving an earlier mark of weak distinctive character, there may
be a likelihood of confusion on account, in particular, of a similarity between the signs
and between the goods or services covered (see … Case T-112/03 L’Oréal v OHIM –
Revlon (FLEXI AIR) [2005] …, § 61).”

CHM: While this “may be” correct in some circumstances, this should
be an exception and not a principle. It is, however, problematic as a
“case-law mantra”.

Besides, can any degree of similarity of the signs suffice?

THE EXCEPTION THAT ‘’MUTATED’’ INTO A 
PRINCIPLE: E.G. PAGESJAUNES (T-134/06)
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§ 83: “The global assessment of the likelihood of confusion must make it possible to
determine, in each case, whether the earlier trade mark [TM] on which the opposition
is based merits protection, in accordance with the objective pursued in Article 8(1)(b)
of Regulation No 207/2009. The fact that the signs at issue are similar, as are the
goods or services in question, cannot, alone, affect the outcome of that assessment. In
particular, the distinctive character of that earlier TM must be regarded as being
of decisive importance in that regard. Whilst, according to the case-law of the Court,
the more distinctive the earlier TM, the greater will be the likelihood of confusion, the
opposite is also true [interdependence]. With regard to a TM with a weak distinctive
character, and which thus has a lesser capacity to identify the goods or services for
which it has been registered as coming from a particular undertaking, the degree of

similarity between the signs should beHIGH to justify a likelihood of confusion, or

this would risk granting excessive protection to that TM and its proprietor.”

§ 84: Reference to the “problem of the ‘overprotection’ of TMs”.

‘’A NEW HOPE’’:  AG’S OPINION IN ‘BLACK LABEL 
BY EQUIVALENZA’ (C-328/18 P) (14/11/2019)
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§ 70: ‘’It is also settled case-law that the degree of distinctiveness of the earlier mark,
which determines the extent of the protection conferred by it, is one of the
relevant factors in the case in point. Where the distinctiveness of the earlier mark is
significant, such a circumstance is likely to increase the likelihood of confusion. That
being so, the existence of a likelihood of confusion is not precluded where the
distinctiveness of the earlier mark is weak (see … judgments of 8 November 2016, BSH
v EUIPO, C-43/15 P, EU:C:2016:837, §§ 61 and 62, and of 12 June 2019, Hansson,
C-705/17, EU:C:2019:481, §§ 42 and 44).

CHM: again, “not precluded” is correct, but as an (unlikely) exception,
not as a (likely) principle.
(NB. In Halloumi, the GC had failed to examine whether the low degree of similarity of
the marks was offset by the higher degree of similarity, or even identity, of the goods.)
(§ 86)

‘’A NEW HOPE’’: HALLOUMI/BBQLOUMI 

(C-766/18 P) (5/3/2020)
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GC on remand:

§ 64: ‘’ Whereas the acknowledgement of the weak distinctiveness of the earlier mark
does not, per se, preclude a finding that there is a likelihood of confusion (see … order
of 27 April 2006, L’Oréal v OHIM, C-235/05 P, not published, EU:C:2006:271, §§ 42 to
45), owing inter alia to the similarity of the signs and goods or services covered (see …
judgment of 8 November 2016, BSH v EUIPO, C-43/15 P, EU:C:2016:837, § 44), it does
appear that, where the elements of similarity between two signs arise from the fact
that, as in the present case, they share a component which has weak inherent
distinctiveness, the impact of such elements of similarity on the global assessment of
the likelihood of confusion is itself low (see … judgments of 22 February 2018,
International Gaming Projects v EUIPO – Zitro IP (TRIPLE TURBO), T-210/17, not
published, EU:T:2018:91, § 73 and the case-law cited […]).

-> no LoC between weak earlier collective word mark HALLOUMI and figurative TM
applied for BBQLOUMI (§ 75)

‘’A NEW HOPE’’: HALLOUMI/BBQLOUMI 

(T-328/17 RENV) (20/1/2021)
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o NATURALIUM (earlier TM) / NATURANOVE (TM applied for)

• GC: the endings of the signs (‘lium’ and ‘nove’) have a “significant distinctive role” (§§
44, 74)

• GC cites AG in Equivalenza (§ 56)

• the earlier TM has a “minimum degree of inherent distinctiveness” (F1) -> low (§ 66)

• the common component “natura” is weakly distinctive (§ 67) -> similarities of the
signs are low

• policy statement: “although a company is free to choose a TM with a low degree of
distinctiveness and use it on the market, it must accept, however, in doing so, that
competitors are equally entitled to use TMs with similar or identical descriptive
components.” (§ 71) -> “need to keep free” (cf. Art. 7.1.c) and C-191/01 P,
Doublemint, § 31)

• no LoC, notwithstanding the identity of the goods (§ 77)

‘’A NEW HOPE’’: NATURANOVE (T-602/19) 
(5/10/2020)
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o Earlier TM TM applied for

o GC: no dominant element (word elements are not ‘’automatically’’ dominant over
figurative ones) (§§ 58-60)

o the expression ‘museum of illusions’ is descriptive for the relevant Greek public ->
the earlier mark has a low degree of inherent distinctiveness (§§ 80-81)

o -> the earlier mark ‘’enjoys less extensive protection’’ (§ 95) -> no LoC (§ 97)

o See also T-755/20 (10/11/2021), e-Power/VDL E-Power: no LoC

‘’A NEW HOPE’’: MUSEUM OF ILLUSIONS 

(T-70/20) (12/5/2021)
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o Three recent judgments all cite ‘’Yellow Pages’’ and find (after the
BoA) a LoC with (merely) average similarities of the signs, despite
the weak inherent distinctiveness of the earlier mark

o T-351/20 (20/10/2021), /

o T-498/20 (26/1/2022), STEP /

o T-35/21 (30/3/2022), ALLMAX NUTRITION /

o CHM: It’s true that the added components in the TMs applied for are also weak,
but… shouldn’t there be a ‘’Return of the Lloyd’’ in such cases?

BUT ‘’YELLOW PAGES’’ STRIKES BACK, SO
IT’S NOT ANCIENT HISTORY…
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o Let’s remember that the LoC concept is a ’’human-faced fiction’’
aimed at protecting the competitive interests of an economic
operator (A. Folliard-Monguiral) & the LoC assessment is a ‘’tool to
determine the scope of protection’’ of the earlier mark (J. Passa)

o Let’s (re)connect Art. 8 with Art. 7, i.e. the scope of protection with
the spectrum of distinctiveness (considering the ‘’need to keep
free’’), to avoid circumvention of the exclusion for descriptive signs

o Let’s break ties with an ’’automatic’’/‘’mechanical’’/’’formalistic’’
application of the LoC methodology (identical/similar goods/
services + average (or low) similarity of signs = LoC, despite weak
earlier mark), which turns a ‘’no LoC’’ finding into an uphill battle

CONCLUSION: LET’S MAKE
‘’OVERPROTECTION’’ ANCIENT HISTORY!
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o In my view, ‘’overprotection’’ of weak marks… ‘’It’s a trap!’’ Let’s
follow our common sense (with a keen eye, like Admiral Ackbar)
and favour a ‘’Return of the Lloyd’’ principles

o (for which the CP5 might help, see Appendix)

CONCLUSION: LET’S MAKE
‘’OVERPROTECTION’’ ANCIENT HISTORY!
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o Point for discussion: do you agree with AG Saugsmandgaard Øe in
Equivalenza (C-328/18 P) that ‘’with regard to a TM with a weak
distinctive character […], the degree of similarity between the

signs should beHIGH to justify a likelihood of confusion”?

• -> not merely average…

o Thank you for your attention!

CONCLUSION: LET’S MAKE
‘’OVERPROTECTION’’ ANCIENT HISTORY!
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5.3. Impact on likelihood of confusion when the common
components have a LOW degree of distinctiveness

• “When marks share an element with low distinctiveness, the assessment of LOC will
focus on the impact of the non-coinciding components on the overall impression of
the marks. It will take into account the similarities/differences and
distinctiveness of the non-coinciding components.”

• A coincidence in an element with a low degree of distinctiveness will not normally
on its own lead to LOC. However, there may be LOC if:

- The other components are of a lower (or equally low) degree of
distinctiveness or are of insignificant visual impact and the overall
impression of the marks is similar. OR

- The overall impression of the marks is highly similar or identical.”

APPENDIX: CP 5 (2014)
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5.4. Impact on likelihood of confusion when the common
components have NO distinctiveness

• “When marks share a component with no distinctiveness, the assessment of LOC
will focus on the impact of the non-coinciding components on the overall
impression of the marks. It will take into account the similarities/differences and
distinctiveness of the non-coinciding components.

• A coincidence only in non-distinctive components does not lead to LOC.

• When marks also contain other figurative and/or word elements which are
similar, there will be LOC, if the overall impression of the marks is highly
similar or identical.”

APPENDIX: CP 5 (2014)
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