
FROM BANKSY TO REMBRANDT: 
OBJECTIONS TO EXPLOITING 

INTELLECTUAL PROPERTY RIGHTS 
IN ART AND CULTURE

OR: TO REGISTER OR NOT TO REGISTER WORKS OF ART 

AND CULTURAL SYMBOLS AS TRADEMARKS – THAT IS THE 

QUESTION
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THE POINT OF DEPARTURE
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BUT THEN.. ”THE UGLY DUCKLING”

”THE EMPERORS NEW CLOTHES”

”THE LITTLE MERMAID”

”THE PRINCESS AN THE PEA”
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WORKS OF ART AND CULTURAL SYMBOLS AS 

TRADEMARKS? 

• Three suggested categories:

• Works of art in which copyright still exists

• Works of art which are not or no longer protected
by copyright 

• Works of art that have become ”cultural symbols”
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THE LEGAL FRAMEWORK

• The starting point: cumulative protection is an option! 

• As long as the all the relevant  provisions regarding the registrability of  
a mark are fulfilled
• In this context the relevant provisions are those regarding the ”absolute 

grounds”  
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WORKS OF ART IN WHICH COPYRIGHT STILL 

EXISTS

• Cumulative protection is possible both from a copyright law and from a 

trademark law perspective

• Registration and use of a copyright protected work as trademark

requires the artists consent

• Very rarely an issue since it is dealt with contractually

• The work of art must be distinctive, be non-descriptive etc., cf. art 7

• … and may not be applied for in bad faith cf. Art. 59 (1)(b)  
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WORKS OF ART IN WHICH COPYRIGHT STILL 

EXISTS

• The Regulation´s concept of ”bad faith” is not clearly defined, delimited or 

described in the legislation.

• In the latest decision (I think) in the Banksy saga the Cancellation Division 

described the concept in the following way:

• … hmmm!

“Bad faith may apply if it transpires that the EUTM proprietor never had any intention to use 

the contested EUTM, for example, a trade mark application made without any intention to 

use the trade mark in relation to the goods and services covered by the registration 

constitutes bad faith if the applicant for registration of that mark had the intention either of 

undermining, in a manner inconsistent with honest practices, the interests of third parties, or 

of obtaining, without even targeting a specific third party, an exclusive right for purposes 

other than those falling within the functions of a trade mark.”     CANCELLATION No 39 873 C 
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WORKS OF ART WHICH ARE NOT OR NO LONGER 

PROTECTED BY COPYRIGHT 

• Works of art for which copyright has expired are in the public domain 
copyright wise
• The art work as such can be used i.e. be reproduced and made available to the 

public in accordance with copyright law

• However that does not mean that a work of art is free to use in any manner 
under copyright law

Article 6bis of the Berne Convention:
(1) Independently of the author's economic rights, and even after the transfer of the said 
rights, the author shall have the right to claim authorship of the work and to object to any 
distortion, mutilation or other modification of, or other derogatory action in relation to, the 
said work, which would be prejudicial to his honor or reputation.
(2) The rights granted to the author in accordance with the preceding paragraph shall, after his 
death, be maintained, at least until the expiry of the economic rights, and shall be exercisable 
by the persons or institutions authorized by the legislation of the country where protection is 
claimed
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WORKS OF ART IN THE PUBLIC DOMAIN

• Are these works nevertheless free to be used and to be registered –
”exploited” - as trademarks?
• Use of a work of art as a trademark is – presumably- not covered by art. 6 bis, so 

the answer is
• Yes, unless tm-law contains provisions that can constitute a ground for refusal
• These includes the ususal grounds for refusal in art. 7

• - lack of distinctiveness as in the BOIP decision on Rembrandt´s
TheNight Watch 

• – descriptiveness as in the decisions on the the titles of 
of four of the well known fairy tales by 
Hans by Hans Christian Andersen 
(see the separate slide)  

• And – surprinsingly - also the provision in art. 7 litra (f) according to which a 
trademark cannot be registered if it is ”contrary to public policy or to accepted
priciples of morality” cf. the decision of the EFTA court in the Vigeland case (Case 
E-5/16) and the subsequent decision by the Boards of Appeal in Norway
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1. The registration as a trade mark of a sign which consists of works for which the copyright protection period has 

expired, is not in itself contrary to public policy or accepted principles of morality within the meaning of Article 

3(1)(f) of Directive 2008/95/EC. 

2. 2. Whether registration for signs that consist of works of art as a trade mark shall be refused on the basis of 

accepted principles of morality within the meaning of Article 3(1)(f) of Directive 2008/95/EC depends, in particular, 

on the status or perception of the artwork in the relevant EEA State. The risk of misappropriation or desecration of 

a work may be relevant in this assessment. 

3. 3. Registration of a sign may only be refused on basis of the public policy exception provided for in Article 3(1)(f) 

of Directive 2008/95/EC, if the sign consists exclusively of a work pertaining to the public domain and 

registration of this sign would constitute a genuine and sufficiently serious threat to a fundamental 

interest of society.

24 The seeking of trade mark protection is an indication that Oslo Municipality is attempting to maintain control over Vigeland’s

artworks as works of art, inter alia because of the investments made in the promotion of the cultural heritage of Gustav Vigeland. 

This wish or interest is understandable, and could possibly mitigate the risk of others using the works of Cases 16/00148, 

16/00149, 16/00150, 16/00151, 16/00153 and 16/00154 12 Gustav Vigeland in a manner contrary to public morality, cf. the EFTA 

Court, paragraph 92. On the other hand, such a wish does not safeguard any legitimate interest protected by the Trade Marks 

Act. On the contrary, the Board finds that trade mark registration on these grounds would contradict the considerations and 

fundamental societal interests justifying the limitation of the term of copyright protection of Vigeland’s works. To that end, the 

determining factor, from the Board’s point of view, is the Oslo Municipality’s systematic attempts to register practically 

all works found in the Vigeland Park and Museum as trademarks. On these grounds, the Board finds that trade mark 

registration must be refused based on the consideration of public order pursuant to section 15 first paragraph (a) of the Trade 

Marks Act. In the Board’s opinion, the exceptional circumstances of the case justify an exception from the regular provisions.
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AND SOMETHING ABOUT TITLES OF 

WORKS IN THE PUBLIC DOMAIN
“The titles of several of the fairy tales that Hans Christian Andersen wrote in his time are so well known in Denmark, 

that the use of them as a trademark for of goods and services undoubtedly implies that the relevant circles of trade in 

Denmark will associate the mark  with and the specific fairy tale.

The Board of Appeal finds that a mark, which contains a title of a well-known H. C. Andersen fairy tale will therefore, 

be descriptive of such goods and services that may contain or include reproductions of or adaptations of all or part of 

that fairy tale, or that may otherwise contain elements that refer to the content of the fairy tale, including reference 

to the characters that are featured in the fairy tale. For such goods and services, the mark thus serves to indicate the 

characteristics of the goods and services in question, cf. section 13 (1) (3) of the Trademarks Act.  .

The mark in question [The Little Mermaid/The Ugly Duckling/The Emperor´s New Clothes/The Princess and the Pea] 

has been applied for a variety of goods and services in classes 9, 28, 41, 42 and 45, including for goods and services of 

the kind that is described above. On that basis, the Board of Appeal can agree with the PTO's assessment of that the 

mark is descriptive of several of the goods and services applied for, just as like the Board of Appeal can agree with the 

specific assessment by the PTO of which of the applied for goods and services the mark is descriptive of.”
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EXPLOITING “CULTURAL SYMBOLS” IN 

TRADEMARKS

• Many trademarks contains or reproduces ”cultural symbols”

• Such symbols are ”publicly available” for exploitation as trademarks to the 

extent that these symbols have “become generic or stock knowledge, 

notwithstanding that its historic origin may be known to the public”

• Some cultural symbols – ”traditional cultural expressions” – has        

however not become generic or stock knowledge

• May still indicate ”geographical origin” for some goods and services

• May be contrary to public order for other goods and services?  
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SOME FINAL REMARKS SYMBOLS

• The legal situation on this specific area of tm-law is far from 
settled

• The aim is - as always – to achieve legal certainty
• So to register or not to register  artworks and cultural expressions

as trademarks will continue to be a relevant question in the years
to come. 
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THANK YOU FOR YOUR ATTENTION
Knud Wallberg

knud.wallberg@zacco.com
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